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DETAILED ACTION 

1 . The abstract of the disclosure is objected to because the term "wanted" in the 
first line is wrong. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-4, 6 and 9, 12-13, 14-17, 19, 22, 25-26 are rejected under 35 
U.S.C. 101 because the claimed invention is directed to non-statutory subject 
matter, or otherwise lacks patentable utility. 

3. Claims 1-4, 6, 9, 12-13, 14-17, 19, 22, 25-26 recite a method, which does not 
require any form of computer hardware software, to complete the task as recited 
in the claims. In other words, the method and system as claimed can be done by 
a person pen or pencil and on papers. Beside, the process as claimed is a 
normal routine decision making, known to human as task management or task 
assignment. Thus, claims 1-4, 6 and 9, 12-13, 14-17, 19, 22, 25-26 dictate a 
process that can be carried on by human being, per se, and constitutes non- 
statutory subject matter. See; inter alia, MPEP § 2106. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-5, 7-10, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Valentine (US 5,898,770) and Bruce (Bankrate.com). 

5. Regarding claim 1 , Valentine teaches a method for reducing unwanted 
communications via multiple communication channels, the method comprising 
the steps of: 

establishing a contact with a consumer (Valentine teaches a contact 
between a call list deregistration system and a consumer for a specified code 
of a telemarketing call) (Col. 2, L. 35-40); 

Valentine fails to teach an offering a privacy service which reduces 
unsolicited communications via multiple communication channels to 
customer, allowing the customer enrolls the privacy service via a contact, and 
then processing the customer information. However, Valentine suggested the 
customer to have a system that minimizes the amount of time and effort the 
customer must expend in order to keep away the invasion of privacy by the 
telemarketing industry, such suggestion would motivate one ordinary skilled in 
the art to seek a practical and effective way of doing so. Bruce, in the same 
field of endeavor having closely related objectivity, teaches 

offering a privacy service wherein the privacy service comprises reducing 
unsolicited communications for a combination of communication channels to 
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the consumer (Bruce discloses the offering a few organizations which provide 
the opting out from unsolicited mail, telephone or email to the customer) 
(page 1, line 35-42, and page 2, line 24-34, and page 3, line 29-33), 

enrolling the consumer to receive the privacy service via a single 
consumer contact (Bruce disclose the customer registers the DMA' s 
preference services for unwanted advertising mail, telephone or email by 
printing it and mail it to them) (page 2, line 25-26 and line 30-31); 

processing consumer information for a consumer selected combination of 
communication channels (Bruce discloses the customer information will be 
put into one or many of the DMA's Mail, Telephone or E-mail Preference 
Service "delete file") (page 2, line 24-26 and line 29-31); 

parsing consumer information (Valentine teaches once storing a customer 
phone into the deregistration number store, it implies the customer 
information must be parsed) (Col. 2, L. 57-58) 

forwarding parsed consumer information to one or more preference 
services to enable one or more marketers to purge one or more contact lists 
(Valentine teaches the storing of a customer phone number and a phone 
number of the telemarketing organization into the deregistration number store 
which is provided in the call list deregistration system, to enable sending a 
message which informs the telemarketing organization to remove the 
customer from the telemarketer's call list) (Col. 2, L. 35-45 and L. 56-62) 
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Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated an offering a privacy service, enrolling 
the customer to the privacy service and processing customer information whose 
the customer select combination of communication channels, as suggested by 
Bruce, in the method within a communication switch for prompting a 
telemarketing organization to remove a consumer phone number from a call list 
of Valentine, in which reducing unsolicited commercial mails, calls, and emails 
from marketers. 

6. Regarding claim 2, Valentine-Bruce discloses the invention substantially as 
claimed. Bruce discloses the method of claim 1 wherein the contact comprises 
an inbound contact (Bruce teaches the customers mail his/her registration to the 
DMA's Mail Preference Service) (page 2, line 25-26). 

7. Regarding claim 3, Valentine-Bruce discloses the invention substantially as 
claimed. Bruce discloses the method of claim 1 wherein the contact comprises 
an outbound contact (Bruce discloses the DMA's Mail Preference Service 
forward its "delete file" to DMA members) (page 2, line 26-27). 

8. Regarding claim 4, Valentine-Bruce discloses the invention substantially as 
claimed. Bruce discloses the method of claim 1 wherein the step of offering 
privacy features further comprises a step of offering one or more of products and 
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services (Bruce discloses an offering DMA's Mail Preference Service (MPS) to let 
the customer opt out of receiving junk mail, and DMA's Telephone Preference 
Service (TPS) to let the customer opt out of getting unsolicited telephone sales) 
(page 2, line 24, 29). 

9. Regarding claim 5, Valentine-Bruce discloses the invention substantially as 
claimed. Bruce discloses the method of claim 1 wherein communication channels 
comprise email, telephone and mail (page 2, line 24, 29, and page 3, line 29). 

10. Regarding claim 7, Bruce discloses a method for reducing unwanted 
communications via multiple communication channels, the method comprising 
the steps of: 

enabling a provider to establish a contact with a consumer to offer one or 
more of product, service, advertisement and information to the consumer 
(Bruce discloses the DMA website offers a few services can help to safeguard 
the customer's privacy. The customer can open and get information from it.) 
(page 2, line 21-22); 

offering a privacy service to the consumer through the provider wherein 
the privacy service comprises reducing unsolicited communications for a 
combination of communication channels to the consumer (Bruce discloses 
the offering a few services which provide the opting out from unsolicited mail, 
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telephone or email to the customer through the DMA website) (page 2, line 
21-22, line 24-34, and page 3, line 29-33), 

enrolling the consumer to receive the privacy service via a single 
consumer contact with the provider (Bruce disclose the customer registers the 
DMA 1 s preference services for unwanted advertising mail, telephone or email 
by printing it and mail it to them. The customer can go to the DMA website to 
have its addresses) (page 2, line 25-26 and line 30-31), and 

Bruce fails to disclose a processor for processing customer information to 
enable marketers to remove the customer from their contact lists. However, 
Bruce discloses once the DMA's Preference Services (such as MPS, TPS, 
and E-MPS) receive the customer information and put it into the "delete file", 
and then forward it to the DMA members (include marketers). Such 
suggestion would motivate one ordinary skilled in the art to seek a practical 
and effective way of doing so. Valentine teaches forwarding consumer 
information to a processor for processing consumer information for a 
consumer selected combination of communication channels and to enable 
one or more marketers to purge one or more contact lists (Valentine teaches 
a processing unit sends a signal to the deregistration number store including 
the customer's phone number and a phone number of the telemarketing 
organization and a date. The storing of these number will be used to send a 
message which informs the telemarketing organization to remove the 
customer from the telemarketer's call list) (Col. 2, L. 35-45 and L. 56-62). 



Application/Control Number: 09/884,022 Page 8 

Art Unit: 2145 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the sending customer information to a 
processor unit and then sending a message which includes customer's phone 
number to informs the telemarketing organization to remove the customer from 
the telemarketer's call list, as suggested by Valentine, in the guide to stopping 
unwanted calls, mails, e-mails of Bruce, in which showing the customers how to 
safeguard their privacy. 

1 1 . Claim 8 has similar limitations as claim 5, therefore is rejected under the same 
rationale. 

12. Regarding claim 9, Valentine discloses a method for reducing unwanted 
communications via multiple communication channels, the method comprising 
the steps of: 

establishing a contact with a provider (Valentine teaches a contact 
between a call list deregistration system and a consumer for a specified code of 
a telemarketing call) (Col. 2, L. 35-40); 

requesting a privacy service wherein the privacy service comprises 
reducing unsolicited communications (Valentine teaches the customer requires a 
deregistration call back to request a telemarketing organization remove the 
customer from its call list) (Col. 5, L. 33-44); 
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Valentine fails to teach a combination of communication channels that the 
customer wants to register for reducing unsolicited communications. However, 
Valentine suggested the customer wants to minimize the amount of time and 
effort the customer must expend in order to keep away the invasion of privacy by 
the telemarketing industry. It identifies that the customer wants to reduce 
unsolicited telecommunication; such suggestion would motivate one ordinary 
skilled in the art to seek a practical and effective way of doing so. Bruce, in the 
same field of endeavor having closely related objectivity, teaches identifying a 
combination of communication channels from which to reduce unsolicited 
communications via a single consumer contact (Bruce discloses the customer 
contacts a few organization and let them know which communication channel the 
customer want to be taken off or reduced. The communication channel may be 
mail or telephone or email or a combination of them) (page 1 , line 39-42, and 
page 2, line 24, 29, and page 3, line 29), and 

providing consumer information at the single consumer contact (Valentine 
teaches the deregistration system maintains a list of consumer's phone numbers. 
It implies the customer provides his/her phone number to the deregistration 
system) (Col. 2, L. 53-55). 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the identifying a combination of 
communication channels from which to reduce unsolicited communications 
through the consumer contact, as suggested by Bruce, in the method within a 



Application/Control Number: 09/884,022 Page 10 

Art Unit: 2145 

communication switch for prompting a telemarketing organization to remove a 
consumer phone number from a call list of Valentine, in which letting the 
organizations or systems know which unsolicited communications the customer 
want to be reduced or taken off. 

13. Claim 10 has similar limitations as claim 5, therefore is rejected under the same 
rationale. 

14. Regarding claim 13, Valentine-Bruce discloses the invention substantially as 
claimed. Bruce discloses the method of claim 9 further comprising a step of 
identifying one or more consumer preferences regarding at least one of 
communication channel, type of communication and source of communication 
(Bruce discloses the consumer prefers the e-mail communication and its source 
is Yahoo!) (page 3, line 40-47). 

15. Claims 6, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Valentine (US 5,898,770) and Bruce (Bankrate.com) as applied to claims 1 , 9 
above, and further in view of Smolen (US 5,915,243). 

16. Regarding claim 6, Valentine-Bruce is relied upon for the disclosure set forth in 
the claim 1 rejection. Valentine-Bruce fails to disclosures the providing at least 
one incentives to customer. However, Valentine teaches keeping the customer's 
name off the unsolicited telemarketer call lists can seem like a full time job. Thus, 
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using the call list deregistration system, the customer can minimize the amount of 
time and effort he/she must expend to keep away this assault of privacy. 
Therefore, giving back a lot of time is likely to provide the incentive to the 
customer from the call list deregistration system, such suggestion would motivate 
one ordinary skilled in the art to seek a practical and effective way of doing so. 
Smolen teaches the method of claim 1 further comprising a step of providing one 
or more consumer incentives (Smole teaches delivering promotions to the 
customer on the basis of an information profile of customer) (Col. 1, L. 4-16). 
Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the giving promotions to the customer, 
as suggested of Smolen, and an offering a privacy service, enrolling the 
customer to the privacy service and processing customer information whose the 
customer select combination of communication channels, as described by Bruce, 
in the method within a communication switch for prompting a telemarketing 
organization to remove a consumer phone number from a call list of Valentine, in 
which having a number of customers enroll the services or systems for reducing 
unsolicited commercial from marketers. 

17. Claim 12 has similar limitations as claim 6, therefore is rejected under the same 
rationale. 
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18. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Valentine (US 5,898,770) and Bruce (Bankrate.com) as applied to claim 9 above, 
and further in view of Redmond (US 6,370,139 B2). 

1 9. Regarding claim 1 1 , Valentine-Bruce is relied upon for the disclosure set forth in 
the claim 1 rejection. Valentine-Bruce fails to disclosures the providing at least 
one incentives to customer. However, Valentine teaches the customer 
information that includes the customer's name and phone, such suggestion 
would motivate one ordinary skilled in the art to seek a practical and effective 
way of doing so. Redmond teaches the method of claim 9 wherein consumer 
information comprises a combination of email address data, telephone number 
data and mailing address data (Col. 1, L. 43-51). 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated a customer profile includes his/her 
mailing address, telephone number and email address, as suggested of 
Redmond, and the identifying a combination of communication channels from 
which to reduce unsolicited communications through the consumer contact, as 
described by Bruce, in the method within a communication switch for prompting a 
telemarketing organization to remove a consumer phone number from a call list 
of Valentine, in order to stop unsolicited calls, mails and e-mails. 

20. Claims 14-19, 20-21, 22-26, list all the same elements of claims 1-6, 7-8, 9-13 
but in system form rather than method form. Therefore, the supporting rationale 
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of the rejection to claims 1-6, 7-8, 9-13 applies equally as well to claims 14-19, 
20-21,22-26. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MINH-CHAU N. NGUYEN whose telephone number is 
(703)305-8425. The examiner can normally be reached on Monday-Friday from 8:00am 
-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, DAVID A. WILEY can be reached on (703)308-5221 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




